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CORPORATE DISCIOSI'RE STATEMENT

Pursuant to Federal Rules of Appellat.e procedure

intervenor-plainLiff-appe1lee H14>erl,aw, rnc. states that it
parent companies, subsidiaries, or affiliates.

25 .1-,
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TSSITES PRESENTED FOR REVIEW

Intervenor-Plaintiff-Appel1ee H14>erl,aw, Inc. ("Hyperlaw")

states that Defendant-Appellants West Publishing Company and West.

Publishing Corporation ("West',) make improper assumptions and

assertions, pursuant to Fed. R. App. p., Rule 28(b) (2) , in
Appellant,sr Statement. of Issues Presented for Review. Hyperlaw

asserts t.hat Lhe correct. st.atement of t,he issues presented f or
review is:

1. Did t.he district court erc in holding thaL cross reference
by another publisher to all page and volume numbers in a West case

report.er does not constitute the copying of a prot.eccible

expression of Westts selection and arrangement?

2. Did t.he district court err in hotding that elect.ronic cross

reference to all of the pages in a west reporter does not
constitute t.he copying of the entiret.y of Westrs selection and

arrangement?

3. Did t,he dj-st.rict. court err in holding that., even if such

cross reference does constitute infringement, plaintiffs are

entitred t.o a declaratory judgment that. t.heir int.ended use is
permissible pursuant to the "fair usen doctrine?

STATEMENT OF THE CASE

This appeal concerns two separate and distinct. plaintiffs,
wi-th separate and distinct products. west has attempted,

throughout, its brief , Lo blur t.his distinction and charact.erize
both products as having the same characteristics. This is not the

I

t
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case, and westts effort to do this is unsupport.ed by the record

below. west,rs erroneous Statement of t,he Case is illust.rative:
The user of plaintiffsr products, by employing just two
keys, can display all the cases from a West Report,er
volume in the precise order case by case, page by
page that. they appear in t.he bound book. /2

Appellants ' Brief at. 2 , citing to ',Trittipo Af f idavit.,, fltl 2-5 ;

Exh. A. (A.l-286-t287 ; 1290-1-558) . In fact., the trittipo Affidavit
was solely in opposition t.o Mat.thew Benderrs mot.ion for sunrmary

judgment. That affidavit, which pre-dated Hyperlaw's motion for
summary judgment, related only t.o Matt.hew Benderrs dist.inctly
different product, and did not even mention t.he Hyperlaw productl.

More t.o the point, Lhe facts in the Trit.tipo affidavit. specifically
do not apply t,o Hyperlaw' s product .

Westrs argument.s on appeal center around the argument that a

user of t.he Matthew Bender product can'r1eaf through'r that. product
rrto experience' Westts case arrangements in its bound volumes.

Even if this were true, it does not apply to Hyperlaw. As the

testimony and al-t evidence of record demonstrate, a user absolutely
cannot "leaf through" Hyperlaw's product., electronically or
ot,herwise, 'rLo experience" westts case arrangements in its bound

volumes. West's page numbers are nothing more t.han cross

references in Hyperlaw's product.

' There is absol-ut.ely nothing in t.he record that. woul-d support
west's assert.ion that a user of Hlperlawrs product courd dispray
all the cases from a West reporter volume in the order they
appear in the bound book. To the contrary, drr examination of the
Hyperlaw product reveals that one cannot. See Hyperlaw,s First
Supplemental Complaint (A 452 - A 476) . See al-so Exhibit S-i_(A. 47 6) .
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As mere cross references, Hyperlaw's insertion of page numbers

corresponding t.o West reporters does not copy West's 'selectiofl,2,
nor does it copy Westrs tarrangemenL'3. The evidence was directly
to the contrary. Hyperlaw select,s all United States Supreme Court
opinions for inclusion in its product, and all Federal Court of
Appeal opinions (both published and unpublished) that it can obtain
from any source--elect.ronic bulletin boards, the internet, or if

' Westls "selection" is to print aII Supreme Court. decisions--
and as Ms . Bergsgaard admitt,ed at the subsequent trj-al on text,it prints all decisions the Circuit Courts designate under t.heirrules.

THE COURT: Let me just. ask you t.his: I'm not
sure I understand whaL's going on.

With respect to the Federal Reporter, for each
circuit, 1rou published everything that t.hey put. out as
an opinion, is that correct.?

THE WITNESS: That gets a little bit int.o rhe
selection, which we haven't t.alked about here, but
basically the Court has issued opinions under their
Court rules that you're familiar with that. areprecedential opinions for precedential_ va1ue.

They also issue, ds I ment.j_oned before the unpubs,
but therers many different orders that aren,t 1abe1ed,
either one, and West makes the decision as to t.hose
opinions and those orders how werre going to treat
them.

THE COURT: And those are basicall_y Lhe rehearinq
denieds? '

THE WITNESS: There's rehearings and amendings and
many different types of orders.

Trial Transcript (,January 2?, 28, 1-997 ) at 238-239 .

Although H14>erI,aw' s product has a selection and arrangfement
which is different from Westrs reporLers, Hyperlaw maintains t.hat
West.'s bound volumes have even less arangemenL than select.ion.
Even t.he ethereal and tot.ally mecahnical arrangement that West.
contends exists in its advance volumes is completely destroyed
and non-existant when those are lumped together with no rhyme or
reason in the bound vol_umes.
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necessary from west reportersa. Even west admits t.hat in the
Circuit Court.s Hyperlaw reports about 4Ot more cases for any given
time period than does West.

H14>erlaw does not arrange the cases in its product in the same

order as west does in its bound reporters, nor d.oes H14>erl,awrs

product have the capabilit.y to allow users to display cases with
t,he same arrang'ement as West, presents cases in its report,erss.

Hyperlaw grathers every opinion it can, simply orders t.hem as them

come in, and places them on a CD-ROM in a manner which is randomly

accessible6.

At t.he Novenber 22, 1996 hearing on t.he parties' motions for
summary judgment, the district, court rul-ed for Matthew Bender and

Hyperlaw with regard to the pagination issuesT. West's now attempt,s

t,o assert. falsely t.hat the court somehow assumed t.hat. Hl4rerlaw's

product has rrthe capacity Lo display West,'s entire sel-ection and

' See e.s. Hyperlaw's First Supplemental Complaint, n Z+(A. 452 ar A. 456)
t See footnote 7-, above.
6 As Hyperlaw's prod.ucL demonstrat,es, when a search prod.uces a
number of opinions, they are presented in the order in which were
recorded on the CD-ROM. This order is approximately
chronological and different from the order in West's reporters.
7 The issue of whether Hyperlaw can copy the text of certain
opinions from West reporters was subsequently t.rj_ed by theparties before the district court. on January 27 and 28, LggT
the district court heard Hyperlaw's claim for decl_aratoryjudgment (that West did nol-have copyrights in the text of
decisions contained in its Supreme Court Reporter and Federal-
Report.er Series). Subsequently, on May 19, 1997, the court ruledin fawor of H14>erl,aw on these issues, as well. Memorandum
opj-nion and order, dated May 19, 1997. west has fj-Ied a Notice
of Appeal.
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arrangement. of cases, rr

West's own citat.ion to
be t.he case. n

Appellants' Brief aL 7. This is not true8.

A. 3505-3507 reveals the exact opposite t,o

" In addit.ion t.o its false premises and sta.t.emenLs, Westrs
brief is characteristical-ly misleading. West.'s cont.inuous use of
the t.erm "wholesalerr is illustrative. fLs use is cleverly
calculated to convey the impression that. west only objects torrwholesal-e'r use of st.ar-paginatj_on t.o its reporters, and not. a
less than "wholesal-eil use-

A review of West's actions both Lowards Hyperlaw and
elsewhere, reveals this as the t.rickery t.hat it is. For example,
WesL's init.ial t.hreat.s to H14>erl,aw in 1-993. did not concern
"wholesalerr copying from West reporters, but only H14>erl,awrs
int.ended use of a very smaI1 sel-ection of opinions. lsee Exhibits
8 - 19 to H14>erl,awts Complaint., A. 106--A. 202) .

Another example--discussed, infra at fn 42--is WesL's self-
serving' reference (Appellant.'s Brief at fn 37) to the paginat.ion
l-icence agreemenL it agreed to in rn the Matter of u.s. et a1. v.
Thomson company and west Publishinq company (Docket No. 96-L4L5,
March 5, L997) .

e West's cit.e t.o A. 3475-34i5 reveals that. "for t.he sake of
argumentI Lhe court, assumed t.hat west has compilation copyrights
in entire volumes of its reporters--but the court certainly never
found that West.rs selection and arrangement of cases is original
and prot.ect.ible under the Copyright Act. Nor did t.he court f ind
that West's sel-ection and arrangiement of cases is an original andprotectible element protected by val-id copyright. Id.
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FACTSlO

H14>erl,aw, Inc.11 is a CD-ROM publisher. For many years it has

published a CD-ROM product containing all opinions that it is able

to obtain electronically from t.he thirteen United Stat.es Courts of
Appeals for the period from 1993 t,o present., and from t.he united
States Supreme Court for the period from t99L to present. H14>erl,aw

adds whatever other opinions t,hat it is able to locate by reviewing
other publicat.ions (which were not electronical-ly available for one

reason or another). One way in which Hyperlaw becomes aware of
opinions designated as rtpublished,, by a court, but which Hyperlaw

was unable to obtain, is t,o review west's Federal Reporter. west

has admitted that it uses t.his same met.hod by comparing what. it has

collected to what Lexis-Nexis has availab]e.12

10 The facts set out herein were stated in Hyperlaw's Statement
Pursuant to Local Rule 3(g) Regarding Fact.s Not in Dispute (a.
1,642-A. 1664) . In it.s Response (a. 2835-A. 2959) West admitted
many of t.hese f acts. However, at. the oral argument. on November
22, L996, West never objected to the factual basis for the
courtrs grant of partial summary judgment for Hyperlaw on the
"pagination" issues. (Westrs assert.ion of material facts in
dispute regarding the rrtexLrr issues result,ed in the court.rs
trying those disputed facts on January 27 and. 28, 1997, and
ult.imately finding for Hyperlaw on those issues, ds we1I.)
11 Alan D- Sugarman is Hyperlaw's president..
72 West has ad.mitted that it has a Lexis account, and regularly
uses that account to check to see what cases it may be "missing'r.Deposition of Donna Bergsgaard at 643-644 (a. 2SLO at. A. 2597)
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A. Selection

At a June 2!, L996 evidentiary hearing before t,he court on

west.rs motion to dismiss H14>erl,aw's compJ.aint, H14>erl,aw proved that
iLs Second Quarter 1,996 CD-ROM contained over 36,000 appellate
opinions for a specified period, of which only some 22,ooo were

arso published by west. Thus, H14>erl,aw provided approximatery

14,000 -unpublished' decisions West did not. put into its reporters.
The record is clear that for a comparable period of time, Hyperlaw

reports approximately 63? more decisions than are published by West

in t.he Supreme Court Reporter and the Fed.eral Reporter.

Each of the unit.ed stat.es courts of Appeals has a rule by

which opinions are designated as citable as auttrority--"published',
or rrfor publicationr', as described by Martha Dragich in, r'WiII The

Federal Courts of Appeals Perish if They Publish, 44 The American

university Law Review 757, i61- (1995) . Such designated opinions
are published in slip opinion format---in most of the courts by

privat,e contractors. (For example, dL t.he time of the June 2!,
1'996 hearing, the privat.e slip opinion print.er f or t.he First,
Fift.h, Erevent.h, and Dist.rj-ct of columbia Circuits was west., and.

the slip opinion printer for the Ninth and Fourth Circuits was a

subsidiary of Thomson Publishing, which now owns west. ) west.'s

Federal- Report,er reprints these 'rpublished" opinions with the

addition of headnotes and syl_labi---and cal1s these reprint.s ,rcase

Reports. "

AIl fuII t.ext opinions and orders published in West's Supreme

Court, Reporter and Federal Reporter Series have either been
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specifically designated as I'published" by the court, or are orders
relating to those opinions.13 West does not include the ful1 text
of opinions designated as "unpublished" in these reporters.
B. Arrangementla

Westts arrangement in each permanent. bound volume of its
Federal Reporter Series is such that within a single bound volume

opinions of a particular circuit may be found at t,hree different
places. For example, in Volume 71- of t.he Federal Reporter Third
Series, groups of opinions from the Second Circuit. appear beginning
at 71, F.3d 58-93, 7t F.3d 464-475, and 71- F.3d 996-1073.

There is no originality in t.he placement by West of page

breaks in either the Supreme Court Report.er or t.he Federal Reporter

Series. The page breaks do not 'rarrangerr the information in any

way. To the contrary, while page breaks in a printed West Reporter

advance volume may appear in t.he middle of hyphenated words or
cit.ations to cases, when west places the opinion on westl-aw or in
the permanent volumes, it sometimes moves the page breaks to other
places. (Sometimes it does not--there is no pattern to this.)
Thus, Westrs page breaks in printed West reporters may occur at two

rr West t'seIects" absolutely all decisions of t.he U.S. Supreme
Court, and all published decj-sions of the federal courts of
appeals. Hyperlaw select.s all decisions of t.he U.S. Supreme
Court., and all decisions (published or unpublished) of the
federal courts of appeals which it can obtain.
1'4 There is absolutely nothing in the record. below, or in the
dist.rict courL's November 22, 1-997 decision f rom the bench, that
would support West,s assertion (Appellantrs Brief at footnot.e 9)
that the dist.rict court "apparently assumed that t,he H14>erlaw
ProducL. .had the same capacity as the Bender Product t.o
display the entire selection and arrangiement of a West volume.
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di-fferent places in the advance and final volumes, and perhaps at
yet a third location when the decision is made available on

West1aw. See e.q. Sug'arman Affidavit. dated September 23, Lg96 at,

fl :e (a. 1665 at A. L685) ; sugarman Affirmation d,ated November 4,

1,996 ar. n ZZ (a. 3:-25 ar A. 3130) .

Prior to 1994, Hl4rerlawrs product did not include parallel
citations to the first page and volume of the Federal Reporter and

supreme court Report,er. rn early L994, Hyperlaw added a table to
its CD-ROM product which allowed users to cross-reference cases

report.ed by Hyperlaw wit.h west f irst. page citat.ions. west. has

admit.ted that Hlryerlaw's t,able does not infringe westls purport.ed

copyrights. Hyperlaw notes that anyt.hing regarding sel-ection or
arrangement that can be det.ermined by any other first, page

citations in its product can be al-ready determined. from this table.
LEXfS presently uses West's first page citations without any

acknowl-edgrment or statement of license or copyright., and west

points to LEXrs' use of t.he f irst page ciration (without any

mention of any ticense) as proof to those considering aTternative

citation system that the first page citation may be used freely by

competitors. fn its supplemental- brief t.o the Wisconsin Supreme

Court., dat,ed April 3, 1995, West st.ated:

West, Publishing does not object to ot,her publishers using'
inj-tial citations to its case reports--the volume number,
the West reporter designat.ion, and the firsL page number
of t.he case report. Tt has stat.ed that position
repeatedly and--contrary to t.he suggestion of one of
Westr s crit.ics, Alan Sugiarman, in his letter to the
Courts--consist.ently in deposition testimony, in the
briefs it has submitted in federal copyright cases, and
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in its statements to this court on March 21. since west
has no objection to the rrse of initial citations to its
c?se feporters. even by its compeLitors. those initial
qitations are etfectively tin i@.'
[Emphasis added. ]

at I (a. 760

at A. 76]-)

rn L992, westls former president, vance opperman, appearing
before the United States Congress, testified:

I cannot state often enough that, contrary t,o Mead'sassertion in the case and some assertions Crrat rhomson
Corporation is now making, West, did not and d.oes not
per se. [Emphasis added.]

Hearinqs on H.R. 442G, Serial No. j_05 (May 14, tgg2) at l-37 (a. g24

at A. 97a)

C. Copyright. Notice

Finally, west has filed copyright registrations for all
vol-umes of its Supreme Court Reporter and Federal Reporter Series,
applicable here. west.rs copyright notices, appearing in it.s
reporters , are non- specif ic as to t.he ident.if ication, basis and.

I

t

I
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extent of its copyright claims in its case reportsls

SIIMI{ARY OF ARGI'DIENT

1. The district court correctly det.ermined that West.rs

pagination in its Supreme Court Report.er and Federal Report.er

Series does not embody any original creation by West.

2. The district court correctly found that there is no

original creation by West. in the number of lines on a page in a

case or in the number of pages in a case; nor is there any original
creat.ion embodied in where and on what part.icular pages the text of
court opj-nions appear with regard to its Supreme Court. Reporter and

rr Typical copyright notices from the Supreme Court Report.er
and Federal Reporter:

COPYRIGHT O IS6 WEST PUBLISHING @.
Fedefal Feporter, Second Serbs

vol. EOO, Nos. l-3

COPYRIGHT @ 1987

8y
WEST PUBLISHING CO.

Copyrighl is not claim€d es to Iny parl of the original work prepared by r United Statos
Government offrcer or employee as part ol that person'B official dutbs.

COPYRIGHT O I98O WEST PUBLISHING CO.
Supreme Court Reporter, Vol. 100, Nos. 14-18

coPYRtGHT O 1982

By
WEST PUELISHING CO

Copyright is not claimed as lo any part ot the original work prepared by a United States
Government olficer or employee as part ot that person's otficial duries.

11
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Federal Reporter Series.

3. Even if this Court det,ermines that star pagination is an

expression of Westrs selection and arrangement., such selection and

arrang'ement of cases in the Supreme Court. Reporter and Fed.eral

Reporter Series l-acks sufficient originalit.y to warrant compilat,ion

copyright protection.

4. Even if this Court det,ermines that, Westrs selection and

arrangement of cases in its Supreme Court Reporter and Federal

Report.er Series have sufficient originality to warcant. compilation
copyright protection, Hyperlaw,s intended use of first page

citation and star paginaLion to west's reporters does not
constit.ut.e copying of West's selection and arrangement.

5. Even if this Court determines that, Hyperlaw's intended

use of f irst page cit.ation and star paginat.ion to West's reporters
constit.utes copying of west's sel-ection and arrangement, and that
such selection and arrangement has sufficient originality to
warrant compilation copyright protect,ion, Hyperlawrs intended use

of first page citation and star pagination to Westrs reporters is
a fair use -

L2
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ARGI'MENT

I. THE DTSTRICT COURT CORRECTLY DETERMTNED TIIAT WEST'S
PAGINATION IN ITS SUPREME COURT REPORTER AT{[D FEDERAT
REPORTER SERIES DOES NOT 4{BODY AI{IY ORIGINAT CREATION OF
WEST.

Under Feist OnIy Original ELenents of a Compilation
Are Protectible by Copyright.

The Copyright Act of !97 6'o ( " the Act.,, ) af f ords copyright
protection only to I'original works of authorship fixed in any

tangible medium of expression" L7 U. S. C. S to2r7

(a) Copyright prot.ection subsist.s, in accordance
with this tit1e, in oriqinal works of aut,horship fixed in
any tangible medium of expression, now known or later
developed, from which t,hey can be perceived, reproduced,
or otherwise communicat.ed, either directly or with the
aid of a machi-ne or device.

(b) In no case does copyriqht protection for an
oriqinal work of authorship extend to anv id.ea,
procedure, process, svstem, method bf operation,
concept. principle, or discovery, reg-ardless of the form
in which it is described, explained, illustrated, or
embodied in such work. Section i-03 of the Act provides
that such copyright protection includes -compilations'
and 'derivative works'18 [Emphasis added.]

The Act does protect "compilations", however Section 103 provides
that

(b) The copyright in a compilat.ion or derivative
work extends only to the material contribut.ed by the
aut.hor of such work, as dist.inquished f rom thepreexistj-ng maLerial emploved in the work, and does not
imply any exclusive right in the preexisting material.
The copyright in such work is independent of, and does

16 codified at ritle ri of the united sLates code.

Sec. LO2. Subject matter of
18 Sec. 103. Subject matter of
derivative works

copyright: In gieneral

copyright.: Compilations and

13
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not affect or enlarge the scope, duration, ownership, or
subsist.ence of , any^ copyright prot.ection in the
preexisting material." [Emphasis added.]

1-7 TJ.S.C. S l-03.

Moreover, works of t.he f ederal g,overnment,, including decisions
authored by the judges and justices of the federar appelrate
courts, are not subject to copyright protectionZo. Thus, the most

protect.ion the Act confers Lo the author of a compilation is
protect.ion against the copying of original compilation element.s

authored by the compiIer21.

The starting point for any analysis of copyrightability is, of
course, the Constitut.ion. In Feist Publications v. Rural Telephone

Service Co. , 499 U.S. 340, 1-L1 S. Ct. L282 (I99L), the Supreme

1e As defined in S 101,

A 'compilation' is a work formed by the collection and
assembling of preexisting materials or bf daLa that. are selecLed,
coordinated, or arranged in such a way that the resul-ting work as
a whole constitutes an original- work of authorship. The term
I compilaLion' incl-udes col-l-ective works.
20 Sec. l-05. Subject matt.er of copyright: United States
Government works
2r This was afso the case und.er the 1-909 Act. In St.ewart v.
Abend, 495 U.S. 2O'7, 110 S. Ct. L750, I09 L. Ed. 2d 3_84 (t_990),
the Supreme Court int,erpreted the effect of a derivative
copyright secured under S 7 of t.he 1909 Copyright Act.

[P]ublication of the derivative work does not mean that
use of the original work in other works is precluded;
and publ-ication does not mean that a copyright. in the
original work shal1 be secured, €j., if the work was
in the publj-c domain.

495 U.S. at 23L. Similarly, in Folio Impressions, fnc. v. Bver
Californj-a, 752 F. Supp. 583 (S.o.N.y. 1990) the court held that
where thre portion of a derj-vat.ive work t.hat was copied was
already in the public domain, no inf ringement. resul_ts.
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Court reaffirmed the Constitutional sine qua non of "originality.
. .independent creation plus a modicum of creativity.,'

originality is a const,it.utional reguirement.. The source
of Congressr power to enact copyright laws is Article f,
S 8, cl. B, of the Constit.ution, which authorizes
Congress t,o ,'secur[e] for limited Times to Authors
the exclusive Right, to their respective Writings. " In
two decisions from the late 19th Century The
Trade-Mark Cases, 100 U.S. g2 (:-9i9); and Burrow-Gi1es
Lit.hographic Co. v. Sarony, 1l_l_ U.S. 53 (1884) -- t.his
Court defined t.he crucial t.erms 'tauthors" and 'twritings. r'

In so doing, the Court made at unmistakably clear that
these terms presuppose 

" f.?r?. of originality.
. original-it,y requires independent creat,ion plus a

modicum of creat.ivity. .The writ.ings which are to be
proLect,ed are the fruits of intellectual labor, embodied
in the form of books, prints, englravings, and the Iike.,'
rbid. (emphasis in origi"?t1..
As one pair of commentators succinctly put.s iL(21: "Theoriginality requirement is constitutionally mandated for
a1l- works.'t Patterson & Joyce, Monopolizi-ng the Law: The
Scope of Copyright Prot.ection for Law Reports and
Statutory Compilations, 36 UCLA L. Rev. 71-9, 763, n. 155(1989) (emphasis in original) (hereinafter patterson &
Joyce) . Accord id., at 759-760, and n. L4O; Nimmer S
1. 06 [A] .

***
It is this bedrock principle of copyright that. mandates
the 1aw's seemingly disparate treatment of facts and
factual compilations. ,'No one may claim oriqinal-it,v as
to f acts. " rd. , s 2.11 [A] , p. 2-157 . This is because
facts do not owe their origin t.o an act. of aut.horship.
The dist.j-nct.ion is one between creation and discovery:
the first. person to find and report a particular fact has
not. created the f act,- he or she has merely discovered its
existence. To borrow from Burrow Giles, one who
discovers a fact is not iL.s "makerr or 'roriqinator.il l_11
U.S., at 58. "The discoverer merely finds and records."
Nimmer S 2.03 IEI . lEmphasis added. ]

These two professors were quoted extensively on this
in the Feist decision. Professor pat.terson participated
matt.er as the expert for Hyperlaw, although West disputed
expert report.

point
in this
his
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499 U-S. 346 - 34723. Thus, it is the Constitut.ion which mandates

t.hat' the selection and arrangement in a compilation must possess

originality- -independ.ent creat.j-on plus a modicum of creativity- -for
the compilation to be susceptible to copyright protection.

B. west's Pagination in its supreme court and FederaL
Reporter Series Are Uncopyrightable Faets.

Facts are not. themselves copyrightable. Harper & Row.

Pubrishers. rnc. v. Nation Enterprises , 471- u. s. 539 (l-985) . Even

minor modifications to the expression of facts cannot be afford.ed
copyright protection, given the very limited number of ways of
expressing them. Morrissey v. procter a Gamble company, 379 F.2d

675 (1st Cir. 1,967).

The district court held that west's paginat,ion in its
report.ers was rrfact"--not, expression of facts (or a hybrid
expression of selection and arrangement) as West. woul-d have this
Court accept. The district court found that. this pagination, the
l-ocation of mechanical- page breaks, expresses nothing more than the
number of lines on each page. This lacks originality:

As I indicated at the outset of this argument, with
the quote from Judge Leval in CCC, that the facts set.
forth in the compilation are not prot,ected and may be
f reely copied, the prot.ection extends only to t.hose

Many courts and schol-ars have posited that Feist effectively
overturned t.he Eighth Circuit's decision in West. Publishinq Co.v. Mead Data Central-. Inc., '/99 F.2d ]-2L9 (8t.h Cir. 198d) . Seee.q. Arthur R. Miller, Copyright. protect.ion for Computer-
Generated works: rs Anything New since cont.u?, 106 Harv. L. Rev-
at. 1040 (fn 28a) ("Feist. raises questions concerning the
continued viabilit.y of such cases as west publishing co. v. Mead.
Data Central, Inc- .which hel_d t.hat star paginat.ion was
copyright.able. " )

I6
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aspects of the compilat,ion t.hat embody
creation of the compiler.

Here, Lhe original creat.ion of West
number of lines in any case, it is not. in
any pages of any case.

Summary Judqment Decision at 34-35.

the original
is not. in the
t.he number of

In so holding, t.he district court recog'nized t.hat pagination

is simply a mechanical process-text. begins and ends on any

particular page based upon the amount of text in non-copyright.able,
judicial opinions'n. (Indeed, t.hese breaks can appear in different
places for the same case in West's advance sheet., final volume and

on west.law. ) rf Lhere is any originality in the length of an

opinion, and how many pages it takes to print. it, that originality
owes its authorship to the judges and justices who wrote t,he

opinions--and the simple random fit of words on a page. There

simply is no originality in re-numbering the pages of a judicial

24 Al-though West had previously argued that. the locat.ion of the
page breaks involves creativity, t.hat argument has fal-len from
it.s own weight, and West has apparently abandoned it in its
appeal. The facts adduced in discovery aptly demonstrated that
page break insert,ions are done by automatic computer progirams.
It now appears that. these computer programs are less than stat.e-
of-the-art, even for such mechanical systems--West has conceded
t.hat. page breaks may occur within citations or within hyphenated
words, and that. when West places the opinion on Westtaw, it moves
t.he page break to the end of the word. So, one wonders which of
these break points is copyriqhted by West.

It suffices to say that the page breaks are not only
mechanical, but that the computer program which West uses
reflects no special considerations. It is simply the
-nmnrr*-arizaA VefSiOn Of 3 ]-rrrman 1- rzno<oi- 1-g1. WOfdS bfeak at OddG rrurlLqaf LJI/EpsL(

^f -^^ .: !^r'prcl.-cD r LLuauj-ons are mangled, critical terms are not kept
together, and very odd results are apparent. throughout. In short
this is nothing more than one of hundreds of qeneric, old style
typesetting programs, and which certainl-y has no "creatj-vtLy".

L1
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opinion sequentially, as a mechanical function of breaking the t.ext

as it f lows onto successive t.he pages.

What West does is simply the logical consequence of placJ-ng a

series of cases into a single vol-ume. This is nothingi more than a
numbering system that is as o1d and commonplace as any in recorded
history.

Since Lhere is no creat.ivity in the method of numbering and no

content in the numbers, Westrs argument devolves into an attempt to
persuade this Court that its pagination is not merely pagination--
it is somehow the "meLaphysical" equivalent of West's se}ection and

arrangement.

Even following West's silly cont.entions, it is axiomat.ic that
if selection and arrangement is the expression of West,s tidea' (of

whj-ch cases to publish and how to order them) pagination is t.he

idea itsel-f--in which case the merger doctrine woul-d defeat West.'s

copyright.

In CCC Information Services, fnc. v. MaClean Hunter Market

Reports, Inc., 44F.3d 61, 68 (2d Cir. L994), this Court reaffirmed
the merger doctrine in this very cont.ext:

rt. is also well established that, in order to protect Lheimmunity of ideas from private ownership, when the
expression is essential to t.he statement. of t.he idea, Lhe
expression also will be unprotected, so as to insure freepublic access to the discussion of the j-dea. See Kregos,
937 F.2d at 705; Herbert Rosenthal Jewelry Corp. v.Kalpakian, 446 F.2d 738, 742 (9th Cir. 1-97I) ('When the
'idea' and its 'expression' are inseparable,
copyinq the rexpressionr will- not be barred. sinceprotecLing the 'expression' in such circumstances would
confer a monopolv of Lhe 'idea' upon the copyright ownerfree of the conditions and limitations imposed bv t.hepat.ent Iaw. " ) [Emphasis added. ]
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Writing for the courL, Judge LevaL applied Kreqos v. Associated.

Press, 937 F.2d 700 (2d Cir. 1,991-) , stating,
Kregos, thus, makes a policy judgment as between twoevils. unbridled application of t,he merger d.octrine would
undo the prot.ection the copyright 1aw intends t.o accord.to compilations. Complete failure t,o apply it, however,
would result in granting protection to useful ideas.
.Kregos adopts a middle ground. In cases of wholesa]e
takinqs of compilations, a selective aoolication orTne

s!atutorv policy Lo protect innovative compilations
Lrinq-Ebe policv that requires nubl-i

to ideas of a more important and useful kind. n25

rd.

SO

n25 See Herbert Rosenthal- .Tewelry Corp. v.
Kalpakian, 446 F.2d 738, 742 (9th Cir. ]-97L) ("The
guiding consideration in drawing the line is the
preservat.ion of the balance between competition andprotect.ion reflected in the patent. and copyright
l-aws. What j-s basically at stake j_s the ext.ent of
the copyriqht owner's monopoly -- from how larqe an
area of activity did Conqress intend to a1l_ow the
copyriqht owner t.o exclude others?"); Kern River
Gas Transmission Co. v. Coastal- Corp., 899 F.2d
1458, 1-464 (sth Cir.) cert,. denied, 498 U.S. 952,
aL2 L. Ed. 2d 336, 111 S. Ct. 374 (1990) ("To
extend protection would be to qrant Kern
River a monopolv of the idea for 1ocating aproposed pipeline in the chosen corridor, a
foreclosure of competition that Congress could not
have intended to sanction through copyriqht l_aw
. .") [Emphasis added.]

at. 12. While t,he court found copyright.ability j_n CCC, it did
because

the val-uations copied by CCC from t.he Red Book are not
ideas of t.he first. buildinq-bl-ock, category descrj_bed in
Kregos, buL are rat.her in t.he cateqory of approximative
statements of opinion by t.he Red Book editors. To the
extent. that protection of the Red Book would impair free
circulat.ion of any ideas, these are ideas of t.he weaker
caLeqorv, infused with opinionr the varuations explain
nothinq. and describe no method, process or procedure.
Maclean Hunt,er makes no at.t.empt, f or exampl_e, co
monoporize the basis of its economic forecasLinq or the
factors that it. we-tqhs; the Red Book's entries are no

merqer doct,rine, withholdinq its applicacion as to soft

I9
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more than the predictions of Red Book editors of used car
values for six weeks on a rough regional basis. As noted
above, Red Book specifies in its introduction that, "you,t.he subscriber, must be t.he final judge of the aclual
value of a particular vehicle. Any guide book is a
supplement to and not, a substitute for expertise in the
complex field of used vehicle vafuation.', This language
is remarkably simi1ar t.o our observat.ion in Kregos, t.hat
the author "has been content to select categories of data
that he obviousl-v believes have some predict.ive power,
but has left it, to all sports page readers to make their
own judqments as to the likely outcomes from the sets of
data he has selected. n 

* * *
Because the ideas cont.ained in t.he Red Book are of the
weaker, suggestion-opinion category, a withholding of the
merger doctrine would not. seriously impair t.he policy of
the copyright law that seeks Lo preserve free public
access to ideas. If the public's access to Red Book's
valuations is sliqhtlv limited by enforcement of it.s
copyriqht. aqainst. CCC's wholesale copying, this will- not.
inflict injury on the opportunity for public debat.e, nor
restrict. access to the kind of idea that illuminates our
understandinq of the phenomena that. surround us or of
useful- processes to sol_ve our problems.
added. l

Id. at. 72-7325

West

the Court.

decl-aring that all cross references from a larger set

lEmphasis

proposes that this Court adopt. an absurd principle- For

t.o adopt. West's position, it would be effectively

of things to
a smal-ler collecti-on of those things are infringements. Cross-

referencing would no longer be deemed a pointer to t.he location (a

fact) of content in another work--it would be deemed the content of
that work, itself.

To the contrary, here, dfly impairment of the public's access
to the opinions of t.he federal judiciary or to federal_ Iaw
generally will most cert.ainly inflict injury on t.he opportunit.y
for public debate, and restrict access t.o public illumination and
understanding of the phenomena that is federal case l-aw. Any
bal-ancj-ng test, t.herefore, must weigh heavily against granting
West. a monopolistic copyright. in t.he f aw.

20
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II. EVEN TF TIIIS COURT DETERMINES THAT STAR PAGTNATTON IS AI{
EXPRESSION OF WEST'S SELECTION AIID ARRiAI\TGEIIENT, SUCTI
SELECTION A}{TD ARRANGEIfENT OF CASES TN ITS SIIPRIME COI'RT
REPORTER AND FEDERJA,L REPORTER SERTES LACKS SI'FFTCIENT
ORTGTNATITY TO WARRAIiNT COMPTLATION COPYRTGIIT PROTECTTON.

A. Wegt's selection in its Supreme Court Reporter

It is undisputed that West,'s selection of cases for inclusion
into its Supreme Court Report.er is far from original. West simply
includes all decisions of the Unites States Supreme Court. West

admits that one cannot. find a single d.ecision in Westts Supreme

Court Report.er which is not a Unites States Supreme Court decision,
nor can one fj-nd a single UniLes St,ates Supreme Court decision
which is not. j-ncluded (unless by a West. mistake) in WesL's Supreme

court Report.er. rn fact, it is west that copies selection--the
public domaj-n selection by the Supreme Court of cases. Thus, West

cannot claim originality in its sel-ect.ion of Supreme Court cases in
its reporter, and any claim thaL its pagj-nat.ion is an expression of
it.s selection, must f ail- -since its sel-ection is not a

copyright.able el-ement . See e. q. Sugarman Af f irmation dated

Novembet 4, 1-996 at n Zl et seq. (a. 3L2S aL A. 3j_32 et seq.)

B. West's arrangenent in its Suprene Court Reporter

Mechanistj-c arrangfements have been hel-d to lack sufficient
creativity to waruant copyright protection. The author must. employ

some modicum of creativity in arranging the particul-ar sel-ected.

works. In Lipton v. The Nature Company, j! F.3d 464 (2d Cir.

2I
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1995), t,his Court restated the Feist definition of the term

_ rtoriginal tr ;

f tOriginal, as t.he t,erm is used in copyright, means only
that the work was independently created by the author

and that it possesses at least some minimal_ degree ofcreativity. ' Feist , 499 U.S. at, 345

I Id. at 470. The court applied this definition
r selection and arrangement in his compilation of terms

Liptonr s

venerytu.

First the court found originalit.y in Lipt.onts selection, holding
that , " Ii] n compiling his work, Lipton assembl-ed terms f rom

various fifteenth century texts and manuscript.s. These terms were

sel-ected from numerous variaLions of hundreds of available t.erms. rr

rd. Thus, t.he court f ound originality in Lipton' s arrang:ement

because there was no mat.erial dispuLe t.hat, ilthe arrangement was

" The distinctions between t.he originality in Lipton's
select,ion and Westts l-ack of originality are obvioui : The entireproject t.hat Lipton engaged upon was creat.ive, imaginative andoriginal in its conception ab initio. west simply copies the
cases the Court decides.
. Lipton then ident.ified. and extracted individual pieces of
informat.ion that. he deemed to be interesting, not ent.ire
documents, from this mass of information. west simply copies
entire cases decided by the Court.

to
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the product of his creative and aesthetic judqment".2; rd.
IEmphasis added.]

West does not arrange cases in its Supreme Court Reporter in
anyt.hing but, a simple, obvious, previously used manner--an

arrangement which is reduced to a meaningless jumble when the cases

are published in the bound volume. West has never, in over four
years of litigation, demonstrated that its arangement, has even a
mod.icum of creativity. Moreover, West has never shown that its
affangement expresses any creat.ivity that. is perceptible, utilized,
or even understandable by its readers. Simply put, west has never

even tried to argue or demonstrate t.hat its arrangement displays
orj-ginality, as required by t.his court. in Lipton. west,rs failed
argument.s have always been limited to t,he assert,ion that it somehow

used creat.ivity in arranging its cases. This is simply
insufficient2s.

The Lipton Court specifically distinguished, ds lacking
origj-nality, rtmechanical" arrangements where the selectj-on is apre-existing and unremarkable act..

We have held that while "mechanicalr' arrangements, such
as alphabetical or chronological order, do not display
t.he requisite originality, any minimal l_evel_ of
creat,ivity is sufficient Lo render an arrangiement.
protectible. Key, 945 F.2d at 5j_4 (finding arrang.ement
of businesses in directory to be protectible where "thearrangement is in no sense mechanicalr and "ent.ailedthe de minimis thought needed to withstand the
originality requirement,n) [Emphasis added.]

rd.
28 Consider, for example, a judicial direct.ory compilation in
which the author arrangfes judges accordj-ng Lo the aulhor's view
of the who is most. reasoned and articurate. This might well be

(continued. . . )
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westrs representative, Donna Bergsgaard, in her supplementar

Affidavit (a. 2860-A. 2873) tried to put. her best spin on a clearly
non-original arrangement. when she at.t.empted t.o dist.inguish between

Supreme Court opinions which, trcontain a point of ]aw" from those
Lhat, "do not conLain a point of law'. rd. at 2g62. of those
supreme court opinions which do cont.ain a point of rawze,

ltheyJ are then arranged by filing dat,e and then, wit,hj-nfiling date, by seni-ority of th; Justice and t.hen by
docket number. Per curiam opinions are placed at the end
of this arranqement.

rd.

One can hardly imagine a l-ess original arrangement. None of
these sorLing crit.eria--filing dat.e, seniority of the Justice, or
docket. number--are any more original than the alphabetical sort in
Feist. Dat.e order, whether it be dat.e of f iling or date of
seniorit.y, is (if the Court will excuse the pun) as old as t.ime.

2a (...continued)
considered a creative arrangement. However, if the author d.oesnot inform t.he reader that this is the basis for the arrangement.,to the reader t.he compilation might werl- appear t.o be in rindomorder--without. any creativity in the arrangement,. A compilation
whose asserted creat.ive arrangement is hidden, cannot maintain acopyright in that. arrangement.

_ _ cl-earry, to be prot,ectible, t,he creaLivity and originalj-tyof t,he arranglement must be discernable. That is the esiential-
element. of authorship--that the thing authored must be a recorded
form of communication. This is fu1Iy in accord with this Court'sreasoning in Lipton, where the Court required t.hat the recruisiteoriginalit.y be displ-ayed. It also comports with the limifations
on copyrightability set forth in S 1,02--which rimits copyrightprotection to works in which the original authorship can-be-perceived, reproduced, oL otherwise communicat.ed.
2e In essence, all opinions which are not, orders and memoranda.
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A docket number numerical- sort, 1ow to high, is certainly no

bett,er.

Faced with a sorting decision regarding supreme court
opinions, it is hard to imagine that. t,here could be more Lhan a

handfur of meaning sorts. certainly f iling date is t.he most

obvious. Then faced more than one decision filed on any particular
date, it wourd certainly foIIow, gi-ven t.he customs of the supreme

court regarding deference to seniority, that seniority of the

auLhoring Just.ice be t.he sub-sort criteria. rf faced with t,he

unl-ikely possibirit.y of t.wo or more opinions authored. by the same

Justice and fil-ed on the same dat.e, the earliest docketed would be

an obvious, unoriginal sub-sub-sort criteria.
Moreover, the method described by Ms. Bergsgaard lacks Lhe

creative and aesthetic judgrment. f ound in Lipton, much l-ess the

displ-ay of originality t.hat Lipton required. rt is no more t.han

the rote application of a mechanical-, rule-based process, and adds

absolutely nothing original to the compilaLion of decision3c.

30 Cont.rast, Lipton, where t.his court noted that he arranged the
terms of venery according to their "lyrical and poetic
potential.I' fd. at 467. Lipt.on's lyrical and poet.ic creativity
and originalit.y can, in no way be compared to the act of simply
gathering, mechanically ordering, and reprinting wholesale,
entire court opinions. Of course, Lipton's display of t.he
lyrical and poet.ic pot.ential of the terms of venery was
discernable t.o his readers. West's arrangement has no
discernable meaning to users of west's reporters, and no apparent
lyrical and poetic potent.ial.
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c- west's serection in its Federal Reporter series

Similarly, West selection of cases for its Federal Report.er

Series is unoriginal. Starting with the basic premise t.hat it
simply incrudes all opinions of federal appeals courts, west.

refines t.hat crit.eria by publishing opinions d.esignated by t.he

courts rrfor publicationr', and not publishing opinions designated by
courLs as I'not for publication". rn essence, the courts of Appeals

may narrow the universal selection by designating particular
opinions, t'noL for pub1icaLion"31.

west has not denied this. rn both her AffidaviL (a. 1075-

A. tO94) and Supplemental Af f idavit (a. 2B6O-A. 2973) , Ms.

Bergsgaard declined to deny t.his select.ion criteria , ot to
enlight,en the district court with another sel-ection criteria.

In American Dental Association v. De1ta Dentaf plans

Association, 1-996 u.s. Dist. LEXrs 5809 (N.D. rlr. 1,996), the court

Each of the united st.ates Courts of Appeals has a rule bywhich opinions are designated as citabl-e aulhority, "publisheb"or rtfor publi-cation". Dragich, Mart.ha, "will The Federal Courtsof Appeals Perish if They Publish: 44 The American University Law
Review 757, 761 (1995) . Such designated opinions are published
in slip opinion format.--in most. of the courts by private
contract.ors. (For example, the private slip opinion print.er forthe First, Fifth, Eleventh, and District of corumbia circuits iswesL, and the slip opinion printer for the Ninth and FourtLr
Circuits is a subsidiary of Thomson publishing, which now owns
West. ) When a court. amends an opinion, it may issue a formal
order which may be disseminated widely, or it may engage in moreinformal processes, incrudingf communi-at.ing the Lrranges t.o west
wit.hout benefit of a formal order. westrs Federal Reporter
series reprints these published opinions with the addition of
headnotes and syllabi--and calls these reprints rtcase reports.,'rn determining which opinions to publish in ful1 text. in the
supreme court Report.er and Federal Reporter series, west engagesin virtually no sel_ection.
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analyzed a compilation for creat.ivity and originality with regard
to selection and arrangement. The court looked at what const.it,uted

the minimal creativity required.

The Copyright Office has suggest.ed that ,,selection
may refer to t,he choice of less than a1l_ the data in a
given body of relevant maLerial, regardless of whet.her it.
is taken from one source or mult.ip1e sources. r Copyright
Office, Guidelines for Registrat.ion of Fact-Based
Compilations 1 (Rev. Oct. 11, i-989) . Essentially this
means t.hat creativit.y will not be found unless there is
some real sense of choice in the decision t.o inctude or
exclude material in a compilation. Thus, there is
selective creativity in "choosing among the l_8,000 or so
different. baseball- cards in order to determine which were
the 5,000 premium cards.,, Eckes, 736 F.2d at 863.
The less choice, the less creat.ivity. The Seventh Circuit.
came to this conclusion in Mid America Tit.le Co., when it
denied plaintiff copyright protection for the compilation
of land title data. The Mid America Title Co. Court found
that because there was a ttlimit.ed universe of available
data,tr there was "no room for creativity in determining
which liens and encumbrances to incl-ude.'r 59 F.3d. aL 722-
fL follows from this that if a compilat.ion includes all
existing data, there is similarly no "choice.rt See patry
at. 200 ( "Where the entire universe of parlicular data is
included, there can be no sel-ect.ion, and thus absent. some
oriqinal coordination or arranqement, there can be no
copyriqht."). Deciding to include all 18,000 baseball
cards f rom among l-8, 000 possible ones j_nvol_ves no
creative discernment and therefore no choice. Eckes , 736
F.2d at 862-63. Emphasis added.)

Here, it is clear that. West sel-ect.s all- decisions of Lhe U.S.

Supreme Court., and substantially aIl- "published" decisions of the

f ederal- courts of appeal-s. " Hyperlaw sel-ects all- decisions of the

The American Dental Association court also l-ooked at the
necessary modicum of creat.ivity in the context of a work which
does not exhibit t.he imprimatur of it.s author's personality.
Questioning whether, "cleation by committ.ee" is ln oxymoroi-r., the
court noted that 'rthe more participant.s t.hat. contribute, the less
individual--and t.herefore the less personal--the result.
col-l-ectivism, by its very nature, necessitat.es dj-lution of t.he
individual creat.ive impulse-" rd. west consistently maintains

(continued. . . )
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U.S. Supreme Court, and all decisions (published or unpublished) of
the federar court.s of appeals which it can obLain. rt. is clear
that neither West nor H14>erl,aw employs creativity or originality in
their selections, and in any event., Hyperlaw's select,ion could not
possibly copy West's as it is simply the j-nclusion of the entire
possible universe of collect.ible opinions .33

D. West's arrangeurent in its Federal Reporter Series

West. I s arrangiement. in its Federal- Reporter Series, unlike
Liptonts arrangement, is both a completely mechanical and obvious

ordering, as well as one which has no meaningi aft.er alr of the

advance vorumes have been dumped, in a simple, seqluential manner

into a permanent vol-ume. (whatever arrangement, claimed, in the

f irst inst.ance, totall-y disappears . ) WesLrs arranqement.

guidelines for its Federal Report.er Series (A, L072) reveal- that.

initially (in advance vol-umes) opinions are arranged. numerically by

circuit., with t.he U.S. .ludicial Conference Commit.tee and Di-strict.
of Columbia Circuit ahead of the numbered c:Lrcuit.s, and the Federal

(...continued)
that its efforts are based on a system that. is a hund.red years
ol-d--the result of the effort.s of untol_d masses yearning to
sel-ect and arrange. west would be hard pressed to identify t.he
individual personalit,y in its selection or arrangement. To the
contrary, Westts purported selection and arrangement. of it.s
Federal Reporters are merely the mechanical processes determined
by commit.tee- -which have devolved to an institut.ional- reliance on
the dictates of t.he courts and the rel-ationship which has become
the system over the past 1-00 years.
33 Distinguish this undisputed fact with West's position.
According to West, references in a larger collection to the same
things in a smal-ler col-lection is "copyingil and a copyright
infrinqemenL.
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Circuit after the numbered. circuits3a. It is hard t.o imagine a more

mechanical system or rule-based process.

However, even if this 'ordering'r were original--as first
published in West's preliminary advance sheets, the advance sheets

are then combined, out of that order, for f inal printing in t,he

bound Federal Reporter Series volumes. There is a conscious

decision here not to preserve that "valuabl-err ordering--but merely
torrstackn the advance sheets. Thus, when it comes Lime t.o publish
the bound final volumes, the IIew "originality" is to d.isplay cases

in a way in which a reader woul-d perceive an ent.irely different
arrangement. than that used in the advance sheets. This flip-flop
of t'arrangemenL systems'r (both of which are completely non-obvious

to the average user) , is hardly t.he creat.ive and aest.hetic judgment.

f ound in Lj-pton, or even a minimal degree of creativity, as

required by Feist.
Even t.he advance volume arrangement is exactly the mechanical

sort. of arrangement, such as alphabetical or chronological, that.

34 In her deposition, Bergsgaard t,estif ied:

A- [BY MS. BERGSGAARD] The date order is you take the--we
have the advance sheet, and we have decided that werre going
to publish cases by circuit, first. of all, so we take the
D.C. Circui-t and we take the First Circuit. cases and the
Second, and so on and so on. Actually, w€ st.art with the
U.S. Conference and then follow it. by the D.C. opinions-
Then within each of those groups, we put. them in
chronol-ogical order by the filing date of t.he opinion. And
then one or more advance sheet.s generally it's two;
sometimes it.'s one adwance sheet is combined to make the
bound volume.

Bergsgaard Deposition at 653. (a. 2510-A. 2639, aL A. 2599)
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this court and others have always held does noL display the
requisite originalit,y to qualify for copyrightability. Headings in
t.he yellow pages of phone books have far more creativity. see,

Information Publishing. Inc. , 999 F.2d L436 (11th Cir. 1993) .

Moreover, grouping decisj-ons in a similar or equivalent. manner

has been used by other reporters historicarty. A publisher
arranging Federal Circuit Court decisions in a non-random manner

f simply has a very limited number of logical arrangements:
I

1. Docket Number
2. Date of filing
3. Dat.e of Decision
4. Alphabetical
5. By circuit, district or ot,her obvious subdivj-sion of t,he

whole court system
6 . By Subj ect mat.t.er
7. By Judge
B. By Name of Counsel
9. By Docket. Number
9. A combination of the foregoing.

Thus, arrangement by circuit was hardly a revelation--and, if
it was, it was not west's revelation. Reporting of decision by

grouping according to courts within a given court district or
circuit. goes back at. reast, to England--and probably werl_ beyond

that. Thus, in considering whet.her west's arrangement is even

minimarly creat.ive, one must, also consid.er the ext.remely limited
number of non-trivial variati-ons of useful arrangements, and the
historical- use of Lhe same method. There are not more than a

handful of ways t.o d.o it, and others have done it. this way.

West. has yet to be so brazen as to cl-aim that t.here is some

novelt.y or aest.het.ic artist.ry to its arrang'ement. rt merely

I
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I

I
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I

I

t

I
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embellishes an otherwise trj-viaL arrangement. with hyperbole and

oversell. what. is manifestly clear, however, is t.hat, westrs so-
cal-led arrangement is realIy nothing more than a reaction to the
necessity to package up printed opinions in some order, and to
monitor the opinions at the publication level- as each advance sheet.

is prepared.

III. EVEN IF THIS COURT DETERMINES THAT WEST'S SELECTION A}ID
ARRiAIIGEMENT OF CASES IN rTS SUPREME COURT REPORTER AI\TD
FEDERAL REPORTER SERTES HA\ZE SUFFTCIENT ORIGINALITY TO
WARRANT COMPTIATION COPYRIGHT PROTECTION, HYPERTAW'S
INTETIDED USE OF FIRST PAGE CITATION A}ID STAR PAGTNATTON
TO WEST'S REPORTERS DOES NOT CONSTITInTE COPYTNG OF WEST'S
SELECTION ATID ARRJANGEMENT.

Because a West Competitor May Use the First page
Citation, Internal Pagination Discl_oses No Furttrer
Infor:nation about the West Selection and
Arrangenent

Hyperlaw's product is a cD-RoM that includes, for the years
report.ed, all united States supreme court opinions, and. all_ or
substant.ially all of the "published" and many unpublished opinions
of federal courts of appeal-s--almost 40? more opinions than printed
in the West Reporters for the same periods.

West has conceded t.hat ot.her publishers (and particularly
Hyperlaw) may use t.he f irst page citations to west report.ers
because Lhese citat.ion are 'in the public domain"3s. Thus, al1 that

the implications of its strategies, and to take the posit.ion tfrituse of first page cit.ation is merel-y fair use, it rras repeatedly
(continued.. . )
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I
remains for t.his Court to det.ermine is whet.her Hyperlaw may also

r use West's internal pagination--despite the fact t,hat West concedes

J that the internal- pagination reveals no additional- information
regarding either west's sel-ect.ion or arranqemenr.

1. West Has Conceded That its First page
Citations are in the Pub1ic Domain

West has repeatedly stated that. its first page citations are
in t.he public domain, and thus, compet j-t.ors may use them in
compet.ing publicat.ions--even though such a use completely reveals
Westrs selection and arranqement.

For generat,ions, shepard's has been publishing lists and

tables of each and every case reported in each and every West.

I report.er. Shepardrs current CD-ROM product incl-udes the names of
I

cases and has the abil-ity to link to other CD-ROMs which fu1ly and

clearly reveal West's claimed selection and arranqement,.

starting in the early !9't0ts, LEXrs began to use the first
page citation to West case report.s for the comprehensive databases

that it was creating', without any license by west.. see west v-

Mead. Prior to l-985, wesl did not object to the use by LEXrs of
the first-page citation, again permitting LEXrs to recreate, or-
l-ine, the purported west. selection and arrangement of it.s case

reports .'" Ewen today, LEXIS uses the f irst page cit.ations wit.hout

I

t

I

I

I

I

I

(. . .continued)
admj-tted that its first page citat.ions are in
See, supra at 10, infra at 34.
35 It is interesting to note that it. was not
Mead case, years after such use had been going

the public domain.

unti-l the West v.
on openly, that

(continued. . . )
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any st.atement of l-icense or west copyright, and west points t.o

that. t.he first paqe citation may be used freelv bv competitors
because it is "in the public domainil The record refl-ects the

I
I fact. that, one of Westrs litigation at.torneys in t.his case, MichaelI

A. Trittipo, stat.ed in writing to every 1aw librarian, attorney,
public int.erest advocate and other person on an Internet. forum

involving this issue, thaL:

on 4/1,5/95, Cindy Chick wrote 'r that the initial page
cit.e is not an issue (as shown by) the fact that LEXrs
has been using it for years, and has never been sued by
West. f or doing so. Nor has anyone el-se. r'

In response the same d"y, John Lederer wrote that. he
t.hought Ms. Chick was nmissing a crucial_ fact when you
talk of LEXrs using west cites as proof of the fact t.hat
anyone could. .Lexis is a licensee of West, and pays
West to use its page numbers and cites. "The next day,
Carl Hartmann [counsel to Hyperlaw, Inc.] wrote to "pointouL. . that West does not concede its first page
citations--and that the use by LEXIS is pursuant to a
secret cont.ractual_ agreement. "

Ms. Chick was right; Messrs. Lederer and Hartmann wrong.
Simple f act: Lexis uses (and has used since it.s
inception in 1973) the "initial paqe cites" wiLhout any
l-icense and without being sued for doing so, and. so have
many other publishers.

(. . .continued)
west ever expressed that. it considered this copying of its
"selection and arrangement' to be "fair use,rr rat.her than use of
somet.hing in the public domain-a thought which appears to have
surfaced in west w. Mead, not as a finding of the court, but as a
stipulation of the part.ies. Given West's silence during all t.heyears when LEXrs used the fj-rst page cj-tation, which ful1y
di-sclosed the sel-ection and arrangement of cases in west
reporlers, it is not at all surprising that. west decided to sostipulate i-n west v. Mead, rather than litigate a losingposition.
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Even if t.his werentt. cIear, Mr. Lederer could have readin the west brief filed in wisconsin: ',west publishing
does not obj ect to ot.her pubtishers using initialcit.at.ions t.o its case reporti--the volume nu-mber, thewest reporter designation, and t.he first page number ofits case report . fr (Emphasis added. )

Int.ernet Mail from Michael A. Trittipo3T, (a. 2769) (attorney
Tritt,ipo was specif ica11y quoting f rom and ref erring t,he 1aw

librarians to west's filings to t,he Supreme Court of wisconsin
which explicitly stated t.hat the first paqe citat.ions were in t.he

publ-ic domain.38)

Additionally, west,' s then presJ-dent., vance opperman, t.est.ified.
before Congress:

f cannot state often enough that, contrary to Mead.'s assertionin the case and some assertions that Thbmson Corporation is

This is the same attorney whose affidavit was fired insupport of westrs summary judgment papers below, and which westcit.es to herein.
38 In its supplemental brief to the Wisconsin Supreme Court.,dated April 3, A995, West st.ated:

west Pubrishing does not object. to ot,her publishers
using initial citations to its case reporls--the volume
number, t.he West reporter designation, and the first
page number of t.he case report. f t has stated t.hatposition repeatedly and--cont.rary t.o the suqqestion ofone of westrs critics, Alan suqarman, in his letter tothe Courts--consi_stently in deposition testimony, inthe brief s it. has submitLed in f ederal copyrighc cases,
and in its statements to t.his court on tutaiLrr 2r. sincewest has no objection to the use of initiaf citations
!o,iE" """" r"port"rs, ..r.n by it= .o*p"tito.". thou"initial citations are effecti+e1y "in Lhe public
domain.'t (Emphasis added. )

The purpose of this brief was to dissuade the Wisconsin Supremecourt from adopting an immediately avairable permanent pub-lic
domain cit.ation system. wesL was successful- j_; its effoit tob]ock _this proposal. A simir-ar proposal is presently beingconsidered by the U.S. Judicial Conierence.
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now making, west, did not and does not cl-aim copyriqhtprotection for paqe numbers and citations per se. [Emphasis
added. l

Hearinqs on H.R. 4426, Seria1 No. 105 (May L4, Lgg2) at L37. (a.

924 at A. 97L)

2. First Page Citations Reflect AIt Selection and
AlL Arrangenent

If a reader knows the first page citation of all decisions in
a west reporter, the reader knows two things: (1) all the cases

t,hat, have beenrtselect.ed" by west, and (2) the sequential order of
all t.he cases within West' s reporter'e.

With regard to selection, WesL argues that because Matthew

Bender's product would now atlow a reader to determine whether a

first page citation exists, selection is revealed. However, the
select.ion coul-d already be determined by reference Lo information
which is eit.her uncopyrightable fact, ot which west previously put
into t.he public domain. Eit.her wdy , displaying west, s f irst. page

citations neither displays nor reveal-s anything protectibl-e.

Similarly, with regard to arrangement, West argues that
because Matt.hew Bender' s product woul-d now al-low a reader to
determine on what page in a west reporter a case starts, the
Matthew Bender product. could allow a reader to '1ine 'em up" just
as they are inWest.'s reporter (as if this has some value). Again,

3e Even this "ruletr has an exception. If more t.han one case
starts on a single page in a West report.er they all share the
same cit.ation, and the ordering of t.hose cases cannot be
determined by their citations ilone. This, of course, happens
only rarely for opinion decisions of the sort. at issue here, and
in any event, would partj-aI1y contradict WesL's assertion that
citations reveal arrangement.
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this is not true of Hyperlawrs product, but even if it was, west's
arrangement is completely revealed by reference t.o information
which is either uncopyrightable fact, or which West. previously put
i-nto t,he public domain. rt is not an argument about what is
revealed--it is an argument. about what can be found yet another
wav.

rn any event, ds the record reveals, it is another west.

argument which is totally inapplicable to H14>erl,aw.

B. Hl4rerlaw's Product Does Not Copy West,s Selection
or Arrangement

H)4)erlaw has no idea what west's theory on appeal might be

with regard to how H14>erl,awrs product 'rcopiesrr Westrs selection or
arrangement beyond what is discernable from material- West has put

into the public domain--as West addresses only Mat.thew Bender's CD-

ROM. Hyperlaw's sel-ection and arrangement does not copy West's and

it cannot be used (as west. claims MaLthew Bender's product can) to
mechanically display all cases in a West. volume in the order they
appear there.

C. H14>erl,aw's Product Does Not Display West, s
Selection or Arrangenent

Agiain, Hyperlaw has no idea what west's theory on appeal might.

be with regard to how Hyperlaw's product ,displays'r west.rs

selection or arrangement--as West addresses only Matthew Benderrs

CD-ROM. Hyperlaw's product does not display West's sefection or
arrangemenL, and it cannoL be used (as West. claims MatLhew Benderrs

can) to I'revealtr the selection or arranqement,.
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IV. EVEN TF THIS COURT DETERMTNES THAT HYPERTAW'S IIflTEIIDED
CROSS REFERENCE TO TIIE FIRST PAGE CITATTON A}ID STAR
(TNTERNAL) PAGTNATION IN WEST'S REPoRTERS eoNsTITuTEs
COPYING OF WEST'S SEIECTION AND ARRA}TGEMEIflT. AIiID TEAT
SUC-H SELECTION AT{ID ARRJANGEMEMT EAS SUFFICIEIIT ORTGINALTIY
TO WARRA}IT COMPILATION COPYRIGIIT PROTECTION. ESPERtAW'S
INTEIIDED USE OF FIRST PAGE CITATTON A}ID STAR PAGTNATTON
TO WEST'S REPORTERS IS A FAIR USE.

The district court also determined that. Hl4rerlaw,s int.ended

use of star paginat.ion constituted fair use- Observing that ,,the

underlying equities here lie with allowing use of star pagination,,'
summary Judqment Decision at 36 (a. 3474 at A- 3509), t.he court
continued, "What West is attempting to do by trying to inhibit star
paginat.ion is to create a monopoly over reported court decisions -

That, in my view, is not an eguitable activity and therefore should
play some role in the analysis of whet.her or not t.here is fair use

here. " Id.
fn its decision from the bench, the court prcceeded to discuss

the f our f actors listed in t.he copyright Act :+hich are to be

weighed in a fair use analysis. See 17 U.S.C. S 107.

A. Purpose And Character Of The Use

The f j-rst f actor inguires into the purpose of H14>erl,aw' s

usagie. Although the Hyperlaw CD-ROM product is admittedly for sale
commercially, the Supreme Court has recently clarified that. that
circumstance alone is l-ess significant than any "transformatiwe"
feature that the producL may offer. Campbell w. Acuff-Rose Music.

Inc., 51-0 U.S. 569, 1,1-4 S. Ct. LL64, L1-7:_ A994) ("Lhe more

t.ransformative t.he new work, the less will be the siqnificance of
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other fact,ors, like commercialism, that may weigh against. a find.ing
of fair use") I'Transformationrr in turn refers to whether the
CD-ROM rtadds something new, with a further purpose or different
charact.er' than westrs copyrighted reporters. rd. see also
American Geophvsical union v. Texaco rnc. , 60 F.3d g1-3, g23 (2d,

Cir. 1,994), cert,. d,ismissed, l-j-6 S. Ct. Sg2 (1995) (citing
Campbell). Given its ,'hyperlinks'r to related cases, word

concordance, Boolean searching ability with visual results display
on requesLs, customized features such as paragraph level searching,
and expansion to all cases rather t.han just the published ones

(almost. 40% more coverage), the CD-ROM offers a host of features
transformative of Westts volumes.

B. Nature Of The Work

The second f actor looks at t.he nature of the copyrj-ghted work.

Unpublished and creative work are given the broadest protection
under t,his factor, published and less imaginative works the least.
see Campbe]l at. ]-]-75, citing 3 Nimmer on copyright s 13.05 tAl t2l .

Given that West.'s reporters are published compilations of all of
the pubrished, wholIy unprotected judicial opinions, and the onry
claim West makes to paginat.ion is t.hat. is can display sel-ection and

arrangement, they require the widest. possible fair use

construction. see consumer's union of united st.ates, rnc- v.
General- siqnal Corp. , 724 F.2d ro44, to49 (2d cir. 1983) , cert.
denied, 469 U.S. 823, 105 S- Ct.. 1OO (1984). ("Since the risk of
restraining t.he free flow of information is more siqnificant with
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informat.ional work, the scope of permissible fair use is greater.'r)

- This factor massively favors Hyperlaw.
I

C. Anount And Substantiality Of The portion Used In
Relation To The Copyrightable Work As A Whole

The third factor asks whether 'rt.he amount and substantiality
of t,he port.ion used in relation to the copyright,ed. work as a whole"

isrtreasonable in relation to the purpose of the copying.', campbell

at 1L75. H)T)erLaw has rrusedrt or referred to only that. information
which is necessary to a1low a user of H14>erl,awr s product to cite to
glovernment works, in the form of judicial decisions, t.o the place

in Westrs reporters where t.hey appear.

Hyperlaw does not use or copy any text.ual material that is the
orj-ginal authorship of west.. Hyperlaw is not using west,s
pagination so that it may display West's selection or arrangement.

rndeed, the Hyperlaw product does not permit a user to do that.
The only use Hyperlaw's product makes of west's pagination is
simply to indicate where public domain t.ext may be found in West's

reporters--so that parties and attorneys may indicate tLrose

locations in their briefs - rt is simpl-e cross-reference.

D. Effect Of The Use On Potential Market For
Copyrighted Work

The advertisements in which West. promotes it products, and in
fact all West st.atements about its product, defines its market as

being one driven by its cross-referencing system and key numbers.

West. stresses that. it sells not. decisions, buL rather case reports.
Hyperlaw does not do this. There is no external- cross-referencing,
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t,here are no topics, or syllabi (unless the courts provide them).
one cannot get int,o or out. of wesL' s Digests f rom Hyperlaw' s

product. In short, H14>erl,awrs product does not compete in the same

market. or supply the same services as hlestrs report,ers.
west. has steadfastly refused to produce any discovery

regarding the potential market f actor- - including it.s license
agreement wit.h Lexis. Given westrs straLegic choice to conceal the
details of its only imporc.ant license, Hyperlaw has been precluded
from developing any meaningful record on t.his issue. Basic eguity
therefore precludes West from arguing that the evid.ence on this
fourth factor favors it.s position. See e.gr. Uniqard Securitv
rnsur. co. v. Lakewood Enq, & Mfq. corp., gB2 F.2d 363, 367-69 (9th
Cir. L992) (holding that t.he district. courtr s decision to excl-ude

plaintiff's expert t.estimony regarding a boat that was destroyed by
plaintif f was within the court ' s " inherent power,, even t.hough

plaintiff had not violated any court order and no finding of bad

faith had been made) -

E. Section 403 of the Copyright Act as Expressing
Congressional Intent

rn L976, Congress passed a major revision to the copyright
Act.. section 105 of the Act. stat.es that,, "copyright protection
under this title is not avaitable for any work of t.he United Stat.es

Government.-" congress also incruded section 403 in the Act, to
ensure that S 105 would have meaning when works of the federal-
g'overnment were re-published by private publishers. As set. forth
in the 1976 Act, S 403 stated:

40



I

I

I

I

I

I

I

I

I

t

whenever a work is published in copies or phonorecords
consisting preponderant.ly of one or more works of theUnited States Government,, t.he not,ice of copyrightprovided by sections 40i- or 402 shall arso inClude astatement idenLifyinq. either affirmaLively orneqatively, those portj-ons of t.he copies or phonorecords
embodying any work or works prot.ected under this title.
lEmphasis added.l

west, omits from its copyright, notices, day identification,
either affirmatively or neg,atively, of those port.ions of its case

reports embodying any work or works of the federal judiciaiy, or
those parts of the text of judicial opinions in which West claims
copyright. A t.ypical copyright not.ice f rom a West reporter reveals
this:

Copyright @ 1986 West Publishing Co.
Federal- Reporter, Second Series

Vol-. 800. Nos. t_-3
Copyright @ t9B7

By
West Publishing Co.

Copyright is not claimed as to any part of the original
work prepared by a United States Government officer or
employee as part. of t.hat personsts of f icial duties.

Failure to meet this requirement of S 403 was to be treated as

an omission of the notice, subject to the provisions of s 40540.

Nor is t.here any greaL mystery regarding why S 403 was enact.ed--to

stop exact.ly what. West has tried to do--expropriat.e governmental-

works by vagrrely identif ied, minuscure variat.ions. The House

Although S 405, in the 1975 AcL, contained saving provisions
to avoid forfeit.ures of copyrights under certain conditions--
here, the applicable provision might. have applied to west, if
West had complied with S 403 within five years of publicat.j-on of
each volume. It did not.
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Judiciary Committee Report No. 94 -L476 contains a discussion of S 403:

Section 403. Not.ice for Pubtications Incorporating Unit.ed
Stat,es Works

Section 403 is aimed aL a publishing pract.ice that,while technicarry just.ified under t.he present 1aw, has
been the object of considerable criticism. rn cases
where a GovernmenL work is published or republished
commercialry. it has freguently been the practice to add
some t'new matt.er'1 in t.he f orm of an int.roduction,
^Ji!i-- Jlr

copyright noLice in the name of the commercial publisher.
lwhichl suqgests to the public that the bulk of the work
is lnotl uncopyrightable and therefore free for use.

To make the notice meaningful rather than
misleadinq, section 403 requires that, when the copies oi
phonorecords consist "preponderant,ly of one or more
works of t.he United StaL.es Government, " the copyright.
not.ice (if any) identify those parts of the work in which
copyright is claimed. A failure t.o meet t.his requirement
would be treated as an omission of the notice, subject to
t.he provisions of section 405.

H.R. Rep. No. 94-1,476, 94t.h cong. , 2d sess. L4s (t976); s. Rep.

No. 94-473, 94Lh Congt., 1st. Sess. 1-28 (L975) See al-so Levine and

Squires, "Notice, deposit and reqistration: The,importance of beinq
f ormal r' 24 UCLA Law Rev . t232 .

To prevent that. predatory business practice, Congress in l9'16

provided a penalty for those who, like defendant west., reprinted
u. s . government works in such a manner as t.o claim f alse
propriet,orship therein: forfeiture of copyright protectj-onal. rd.

47 In 1988, in order to comply with the Berne Convent.ion,
Cong"ress passed the Berne Convention Implementation Act. of 1988,Public Law 100-568, 1-O2 Stat . 2853 (1988), which became effective
March L, L989. As a consequence, s 403 was amended to read:

Sections 401 (d) and 402 (d) shaIl not apply to a work
published in copies or phonorecords consisting
predominantl-y of one or more works of the united sLates
Government unless t.he notice of copyriqht appearing on
the published copies or phonorecords to which a

(cont.inued. . . )
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(" [F] ailure to meet the requirement, would be treated as an omission
of notice. " ) Accordingly, Westrs f ailure to meet t.he requirement,s

of S 403 must be treated as an omission of the copyright notice,
subject to S 405.

Thus, for the purpose of evaluating the fair use issue t.he

Court should consider, ds an additional factor, WesLrs failure t,o

comply with s 403. while the court does not, in this appeal, have

to reach t.he ultimate issue of whet.her WesL has any copyrights in
volumes of federal case law during the period between the effective
date of t.he ]-976 Act and the effective date of Lhe Berne Convent.ion

Implementat.ion Act, the Court should consider Westrs non-compliance

with S 403 as anot.her factor in a fair use analysis.
The fair use doctrine also requires court,s "to apply an

tequitable rule of reason' analysis to particular claims of
infringement.'r sony corp. v. universat City St.udios. rnc. , 1-04 s.

ct. 774,792 (L984); see also Harper & Row, publishers, rnc- v.
Nation Enters., 105 s. ct. 2219, 2226 (1985) (emphasizrng the

"equitable nature" of the fair use doctrine). Accordingly, it is
appropriat,e to l-ook beyond t.he four stat.utory factors enumerated in
L7 u. s. c. s 107 to equitable f act.ors bearing on the public
interests served by copyright l-aw. see. e.q., weissmann v.
Freeman, 868 F. 2d i-313, a323 (2d cir. 1989) ("Analysis begins not

(. . .continued)
defendant in the copyright infringement suit had access
incfudes a statement identifyinq. either affirmatively
or neqativelv, those portions of the copies or
phonorecords embodvinq any work or works protect.ed
under this tit.Ie. lEmphasis added.]
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by elevating the statutory guides int.o inf l-exible rules, but with
a review of the underlying eguities."); New Era Publ-ications,

rnt'1. Aps v. Henrv Hol_d & co. , 973 F.2d 576, 5gB (2d Cir. l-ggg)

(Oakes, C.J., concurring) (emphasizi-ng that, the four st.atutory
factors are non-exclusive), see al_so wil_Iiam F. patry, The Fair Use

Privilege in Copyright Law at 363 (1985) ("Courts are not, however,

limited to t.he four enumerated factors, and a number of courts have

considered additional factors wkrere relevant.r') Here, Congress

specif icalIy condemned, as j-nequitable, West's pract.ice of
commingling minor edit.orial- revisions with public domain judicial
documents wit.hout apprising the reader of where one ends and t.he

other begins. Congress furthermore specificalIy invited courts t,o

redress this inequitable conduct, in the context. of infringement

actions. This consideration serves as a powerful "fifth factor"
favoring a broad construct.ion of the fair use defense in t.he case

at bar to permit Hyperlawts int.ended copying from Westrs reporLers.

F. Public Interest

Congress has directed that t,he four statutory factors not be

considered exhaustive,' other considerations serwing the public
int.erest must also inform the fair use analysis. see e.q. New Era

Publications Int'l' Aps v. Henry Hott e Co., 973 F.2d 576, 5gB ed,

Cir. 1989), (Oakes, Chief Judge, concurring), cert. denied, 493

U. S. 1094, 110 S. Ct . 1158 (1-990) ; Lynn I. Mil-l-er, Fair Use'

Bioqraphies and Unpublished Works: Life Aft.er H.R. 44i-2 , 40 J.

Copr. Soc'y 349, 398-99 (1993) (factor of promoting significant.
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social benef it,) . The overwhelming public j_nt.erest favors
efficient, accurate and universal access to the law of the 1and-

See Banks v. Manchester, !29 U.S. at 253 ("the authentic exposit.ion

lof the lawl , binding every citizen, is free for publication t.o

aIl-rt) . Access to t.he correct.ed opinions, correct.ed by court.s is
essential, as t.he "principles of st.are decisis would be fat.ally
undermined were it otherwise. r' Lowenschuss v. West Publishinq Co.,

402 F- supp. 1-2]-2, 1'216 (E-.D. Pa. 1975) , aff 'id, s42 F.2d j-Bo (3d

Cir. L97 6) .42

The reasoning of Buildinq Officials a Code Adm,rs Int'1,rnc. v. code Technology. rnc. , 628 F.2d 73o (i-st cir. i-g8o), is
also applicable here. rn t.hat case, a privat.e orgianization, BocA,
developed a model buil-ding code; it thereafter encouraged thestate of Massachusetts t,o enact that code into law. Because
BocArs intel-lectual property had, with iLs own consent, becomegoverning law, Lhe court, reversed the t.riaI courtrs entry of apreliminary injunct.ion and held that BOCA fail-ed to est.ablish alikelihood of success on the merits on the issue of whet.her
copying would constitut.e copyright infringement.. Id. at 736.

In a recent case, the Second Circuit declined to fol_lowBuilding officials t.o place in the public domaj-n a compilaLion ofvaluations of used cars that. had been adopted. as an alLernativevaluation st.andard in the insurance statut.es or regulations of
several- st.ates. see ccc rnfo. servs.. rnc. v. Macl-ean Hunt.er
Marl-;et. Reports fnc. , 44 F.3d 6L, 74 (2d Cir - L994) , cert.denied, 1-L6 s. ct.. 72 (1995) ("we are not prepared to hold that ast.ate's reference to a copyrighted work as a lega1 st.andard f orvaluation resurt.s in loss of the copyrighL. " ) ccc is readily
distinguishabte from the fact.s at bir. As with t,he plaint.iffs inBuilding officials, but unrike the copyright. hol-der in ccc, west
has encouraged the bench and bar to elevate cit.at.ion of west'sreporters as the of f icial sLandard and t.hus, through it.s own
actions, has caused it. t.o become a necessary incident of tegalpractice. In addition, Buildinq Officials involved a
copyrightable composition consist.ing of a model code that was
intended to serve as a governing standard. The different result
in CCC reflects t.he circumsLance that the work at issue t.here was
created t,o serve commercial purposes q.uite apart from embodying
the law. As between t.hose two paradigims, the f acts at bar arefar closer to those of Buildinq official-s: westrs works exist

(continued. . . )

4tr.



I

I

I

t

I

I

I

I

t

I

It cannot be seriously disput.ed that when one cites to a

federal- court of appeals or federal district court decision, the
cit.e to WesL ' s reporter is required. There are no " of f j-ciaI"

citat,ions, and no other general accepted citation syst.em. Many

courts and individual judges require the West citation in filed
papers. In any event, failure to include West citations clearly
renders a partyrs papers unusable by a court. Thus, a user who

wishes t.o use a product. of a West compet.it.or cannot. d.o so unl-ess

t.hat. product. provides the user wit.h the West citations and star
pagination. The hardship and financial- cost to the bar, and

ultimately to clients who must bear the cost, is clear. wit.h

citat.ion and pagination barriers to new entrants into the IegaI
publishing market., West can maintain it.s virt.ual monopofy and keep

prices artif icially inf lat.eda3.

(...cont.inued)
so1e1y to set. fort.h t.he Iaw; the
compilation has val-ue solely as
i-i West blat.antl-rr misleads the

citation system based on West's
a system to find t.he law.

Court, Appel-l-ant.s' Brief at fn
37 , when it represents that:

Furthermore, any claim that enforcement of West's
copyright int.erest will resul-t in hardship to t.he bar
is al-so undermined by the fact that., pursuanL to the
Final Judgment. of the United States District Court for
the District of Columbia in In t,he Mat.ter of U.S- et
aI. v. Thomson Company and West. Publishing Company
(Docket. No. 96-t415), West has agreed to make star
pagination subject to a compulsory license in
perpetuity.

West conveniently neglects to mention that this license agreement
is cumbersome, not self -effect.uating, and specifically l-imited to
selections and an arrangement that West determines to be
J-ndependently select.ed by t.he licensee, thus allowing West t.o

(conti-nued. . . )
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deny
. . cont.inued)
license to anyone it determines to be 'wholesale,r copiers.

It 1 . 03 . rr Licensee Case Reports " sha1l mean Licensee r sreport,s of judicial decisions that are select.ed for
reporting by Licensee in [Licensee Product (s) /Service (s) ]and coordinated and arranged by Licensee within [Licensee
Product (s) /Service (s) j . "

-License Agreement Form, rn t.he Matter of U.s. et al. v. Thomson
Comparly and Wesc Pubtishing Company (Docket No. 96-L4L5),
ht.tp : / /www. usdoj . gov/at.r / cases /thomson/thomson .htm/ / tw_r agr . wpd .

Moreover, as even t.he Department of Just.ice agreed., rrNothing
in the consent decree attempts to define the tcommercial
reasonableness'of the rates.r'rn the Matter of u.s. et al-. v.

, (Plaintiffs' Reply
To Hyperlaw, Inc.'s Amicus Curiae Brief, dt L6-I7,
ht t.p : / / www. usd.oj . gov / aLr / cases /'thomson/ thomson . htm/ tw_r_brf . wpd )It is even more outrageous for West. to maint.ain Efr5t somehowthere is no hardship to thE bar. rt appears that. even a parcy
only wishing to file a CD-ROM hypertext brief with a courL wiffbe required t.o enter into this license agreement with west, and.
even t.hen it appears that. t.he license will extend only to thecourt and parties (apparently the licence wil_l- not extend to
members of the press, public, or a competing publisher seeking a
copy of the contents of a federal_ court file-

This was t,he situation, as reflected in a recent. order ofthe Federal circuit in Yukivo Ltd. v. watanabe, No. gi-LLs (Fed.
Cir. April 15, L997):

The CD-ROM brief filed in this case contains an
electronic copy of Yukiyo' s paper brief t.hat, like the
paper brief, includes citations to relevant law and
matters contained in t,he record. Viewed page for page,
Lhe CD-ROM brief mirrors the paper filing. In addition
to the conventional cit.at,ions contained in both types
of briefs, Lhe CD-ROM brief also includes hyperlinks
within the text. of the brief that connect. to h14>ert.ext,
i . e. , Lo the text, of t.he it,ems that are referenLed. The
hypertext consist,s of published cases, statuLes, rules,
and items t.hat are normally conLained in the joint.
appendix, such as t.rial- transcripts, district courL
orders, and jury instructions. A videotape t.hat was in
evidence in the district courL is also inctuded in the
hypert,ext. Before includinq the published cases in the
CD-ROM brief, Yukiyo states that it obtained a l-icense
from West Publishinq Company that covers anv mat.erial_

(continued. . . )
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G. Balancing The Factors Favors Hlperl,aw

A11 factors but one weigh decisively in Hyperlaw's favor and

Lhat f act,or has been exctuded f rom considerat.ion by West.rs own

strategic elecLion. trBecause this is not a mechanical

determination, a part.y need not tshut-out' her opponent on the

. fact,or totally to prevail. t' Wriqht v. Warner Books. Inc., 953

F.2d 73L, 740 (2d Cir. L99:') (affirming holding of fair use on

summary judgment, not,withstanding that one factor favored copyright
owner) . rrNor may the four statutory factors be treated in
isolation, one from anot.her. A11 are to be explored, and the

resul-ts weighed toget.her, in light of the purposes of copyright. "

Campbel-1 , 7-1-4 S. Ct. at. IlTO-7L. Under t.he circumstances here

present.ed, Hyperlaw should prevail on the issue of the fair use

doct,rine.

coNcrusroN

For the foregoing reasons, the Court. should find that.:

1. The district court correctly determined that West's

pagination in it.s Supreme Court Reporter and Federal Reporter

Series does not embody any original creation of West;

2. The district court correct.ly found t.hat. there is no

original creation by West. in the number of lines on a page in a

( - " .continued)
the West version of the cases may contain t.hat may be
subject t.o copyright. protect.ion. According t.o Yukiyo,
the license it obt,ained extends to Wat.anabe and the
court . [Emphasi-s added. ]
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case, in the number of pages in a case, nor is there any original_
creation embodied in where and on what. particular pages the text. of
court opinions appear, with regard t.o its Supreme court Report.er

and Federal Report.er Series;

3. Even if t.his Court determines that. star pagination is an

expression of Westts sel-ection and arrangement., such selection and

arrangement of cases in its Supreme Court Report.er and Federal
Reporter Series l-acks sufficient originality Lo warrant compil-at.ion

copyright protection;
4 . Even if this Court. determines that West's sel-ection and

arrangement of cases in its Supreme Court ReporLer and Fed.eral

Reporter Series have sufficj-ent originality to warrant. compil-ation

copyright protection, Hyperlaw's intended use of fj-rst page

cit.at.ion and star pagination to westrs reporters does not
constitute copying of west's sel-ection and arrangfement, .

5. Even if t.his Court determines that Hyperlaw's intended
use of first page cit,ation and star pagination to West.rs reporters
constitutes copying of Westrs sel-ection and arrangement., and that
such selection and arrangement has sufficient originalit.y to
warrant compilatj-on copyright protection, Hyperlawts int.ended use

of first page citation and star paginat.ion to Westrs reporters is
a fair use.

I
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Dated: Doug'1ast.on, New york
July LA, t997

By,

LAW OFFICES OF PAUL J. RUSKIN

Attorney for Hyperlaw, Inc.
Intervenor- Plaint if f -Appe1 1ee

tuZ/--
Paul- J. Ruskin, Esq.
72-08 243rd Street
Doug'Iaston, New York 11363
Telephone: (71-B) 631-8834

I of counser-:

Carl- J. Hartmann III, Esq.
New York, New York

and

Lorence L. Kessler, Ese.
WashingLon, D.C.
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CERTIFICATE OF SERVICE

I
r hereby certify t.hat on July ly , 1-997 r served 2 copies of

this BRIEF FOR INTERVENOR-PLAfNTTFF-APPELLEE Hyperlaw, by first

I 
ct-ass mail-, upon:

ELLIOT BROWN, ESQ.
IRELL & MANELLA
Attorneys for Matthew Bender & Company, Inc.
1800 Avenue of t.he Stars
Suite 800
Los Angeles, CA 90067-4276

JAMES RITTTNGER, ESQ.
SATTERLEE STEPHENS BURKE & BURKE LLP
Attorneys for West publishing Co.
and West. Publishing Corporation
230 Park Avenue
New York, New York 10i_69
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